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R E MARK b) 

Careful review and examination of thr- .sub] *.*rM: appl i.cat ion 
die cioi.Gct and appreciated - 

SUP PORT FOR ci,^m_M^iP^ss:fi>: 
Support for the amendment;*.? to thf.» oL:-iim,-:; c?iu be found in 
the- Hi ncjs originally filed, for eixrimple, on F1C3& . 3-6 and in 
Ui«;' ,v| )<■.>•.' i M cation At? originally filed, ror ^xamyH n , on paq^ 7, line 
in t.-h»-o\.K}h page 24, line 24 and on piigi- a 1 ,!, H ik* !1 tbroucjh page* 2G, 
Mm: m. As siach, no new matter has Vm-^mi add'i cl . 

CLAIM EE J3CTX0NS UN DER 3 5 _ U t S Jl., J? 1.03 
The rejection of claims 1, M ■ 4 , ID, 12, 1 0 , 17, 20-22 and 
;M .-?m undor 35 U.S.C. 3102(b) as being ant ic i pat <h! by Uch i.da *304 
(litirvi naffer UchidcO Is respectfully travc-riK'd and {should be 
w i I. lu.lrawn. . 

The Federal Circuit has ftt:*fi?d l-luu Mt]o anticipate, 
evo/y element and limitation of the clLiimo.d invention must be found 
in. * jungle prior art reference, a r ramjet/ aw irt r.no cZ.:ii/n." A Tiio 
jVHfr-t.il circuit haa added that the anticipation d^l.e rminat ion ja 
vu-'-^-d from one o^ ordinary skill in i. he art - "ThttVw must bo no 



1 Wmvwj k JA/, 60 US POM 1-375, 1376 (Fed. Cii. 2001 ) cUiny AkvMi Cw/>. v. 
(7<>iv/.i/i«/c/^//C , a 1 24?.R3ri 1376, 1383,58 USPQ2d IlWi, 1201 (l'*L Cir. 200 1 ); &Ti/y.Y 
C7/i//cA* Rc.seurch Found, v. Cmcntech Inc., 927 R?.d 1 565. 1 8 U.S.P.Q.2J 1U<H, M)10 (Vcd. 
Cir. IM'H) (Emphasis added by Appellants). 
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di t* r" «• : i ivnce between the claimed i nverit .i t.»n <md th<r r^f^C-nco 
d i ■■.<.■! ...:.sore, aa viewed by a person of ordinary nkiJ 1 in the fi'.Od of 
Mu*- I * iv-i»nL' i csTk . Atf explained herein holow, b^f.v.iu^f • UchLda doetf 
not di unless or tuiqgest a logic ciri.-uit conl:igni &ri x.o cjenevatn a 
plmvilit.y oE irksntif icatiori code. 3 in ix'f?pont>o t. o a logical 
combination o£ (i) ones or more vol tags lovoltf on oxxo or more pine, 
(ti) a state of one or wore bond options AND (iii) a atcite of one 
oz lucre metal options as present J y <:U\ i nied , Uoh i da deem not. 
..;rii io i|Vir* t.ho presently claimed invent ion . Ar. such, Lhe osijeci. ion 
li.l bio withdrawn, 

Uchidc* if! directed to a gem Lconduct or i nt t..-y i'ai.ed enr-ouiu 
(Till.*). Unhide describes selectinq ati ldc.nji. 1 1 i i.\ : it ion codo For a 
Jl-vjct.- vi--* the diffusion process and bond opt ion u><j bonding pad ft to 
ON-n pin during assembly (see column 3, line firt through colum.ii 4, 
I in s and column 6, lines 14-33 ut I J*:h.i d. i) . Oi nco irehid* 
dcit r-mdues an identification code usinn only I'Vk- d t fi uaion proc^^fi 
rand bond options, it follows that Unhide* doov not. discloiu* or 
i-iucjc|<: r-L a "logic cix^cuit conf.igr.irod to cyonc.' r\;;rt: n plurality of 
idi-.-nt; i ,f ication codes in response to a logical coxnbinatiozi o£ (i) 
ona or xnoro voltage levels on one or wore pinct, (ii) a state of one 
or rooirtvi bond options AND {iii) o status o£ one or moro mfitaX 
optionu, no presently claimed. Thcrofio; e, U'.-hUU doou not di^closa 



' Scripps Clinic & Research Found, r. Genvntrrtt Inc., l M l\2d 1565, IS U.S,l\Q.2tl 
1001 , in]0(]-cd. Cir, 1991). 
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jfjf i-.u reach and every elemeni. ot Die- p t i?fK?riti y t.\l :\ imcd 
i uv«.-m. i Jti , arranged as in the c]ahn«. A:j t hr> pruocnliy 

i.M tinsrni invention ia fully patentable ovor the- U<;vh1da and i;3v- 
U'lot-n mi should be withdrawn, 

Furthermore, assuming, argv-jtviu, Lh< : »r (i) c- i '-merits 6 cind 
7 , n;;hicifii are r.innlar to the presently olninxd bond opliom-3, (ii) 
i INI J in element 4, VCC in element !> , cirul el'-mcni V! arid 32 of 
U.'hidn oro similar to the presently cJ aim^d m*i. ^1 op I iom> and (til) 
^lc":ir:oiil.ta 9 and 10 of Uchlda arc similar to th^ pins - ior receiving 
rii- one <.»r more voltage levels as prusKinU y cl^itnutd . (a* sugeje^ted 
fjn fi.int* 2, section 1 of the Office Action .tnd Tor whirh Appl icancn r 
rr.ii!.i:,. t .M)i.f)t i ve douu not necessarily flqroc) , U."hida doer not 
J i fi-vl • -f jo or suggest each and every elom^nt of i lie p-i:c,-.:oiLtly claimed 
invMii .Sou, arrnnged as in the present, claims. In particular, i.lic? 
CM \rt.> Action presents no evidence or eonvi nc.i ng J inf.- of reanoriing 
wh/ i'>r t M ot ordinary skill in the fiotd oE. Ui*> pr^-.nL .i nvtv.i I" ion 
will.! cOH^icle.r elements 9 and 10 of Uchlda as hnvjijq no cl 1 £ f«reiu:eo 
from i he presently claimed one or mor<- voltage IovMm on the one or 
ivi'.iv pinjj which are logically combined with (i) t liw sji.tHe of ono or 
m-TC- t^-nd options AND (iii) the state ot unn ot uioio metal options 
l.o ^-i'-ijHV t ^ te the ID codes. 

specifically, the elemennr; 9 arid 10 of Uchidci are 
d^ncr-hyd as a shift clock input pad oivl <\ 113 oude ;5etr.iug p.iid, 
rt wxiHii ivoly (column 5, lines 2 3 - i f r » of Uchidfci) . The signal 
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pr*.-:k itl ..--d at the element 10 loads an ID fniln i.nt.o a t'.hil : t ruyiMt^r 
U,n.i. d by elements 4 and b of Uchida <m<-v- KlO. :> and column 
i i in- r'. '.i?» r ifi ol Uchida). The signal t .r--:*Uint cd to Hit ftlewnl: 9 o{ 
if. hnl.i !5c*i:Ldlizes the ID code by shiTlinq the fed* Llirouqh t hu 
• j i s c oq J si tor formed by elements 4 -ind r > of Ueh.ida (if.-tr FfUS. 2, 
4, H and 9 and column 6, line 51 Huough ccdutun 7, lines !i o£ 
uVhicl.i) . in par t.:L cular, Uchida stales: 

Here, when the signal for V h<: n.) Mkt.tint-j pad 
10 tr> turned into high level, Uk* tnul t ip i oxt.-rM 
41 to 43 output the leveLn of A - 1: f- u-oi n.il n to 
the 0-terniinc.il. Next, when i.he tiiiili f - , iOi , :li to 
the shift clock pad 9 us ruined info h U]h 
level, high level id held i.n t. h* 1*7 ^ ^1/ 1 ow 
Level is hold in the F/F . hi^h J «:vH h^ld 
in the *7F 53, low level i« lu-ld i.tK- P/l-' M * 
and then high level is output j i:om t.lw U.) cod^ 
output pad a . 

After turning the aignd n>r t:hn» in code 
setting pad 10 into low I evo I , whr-n whiLf. 
clock for throe clocks is input U*» t.hf-* tthi. ft 
clock pad 9, low lsvol, low Invol. and high 
lovel are output in ordfex I rom t lie if J code 
output pad Q . 

At this time, by setting »o i tv«r the- TJ'j ''ode 
is output sequentially jn on order front the 
loajjt significant bit (LStt) i.o moul. 
significant bit (MSB) , tJruv 10 code- ".in (J I" can 
be output as the ID code J' or l. ho kind (\ 

Similarly, for remaining kinds A , H tn'id D, 
the ID codes respectively cor^u:w[..ondT ng 
thereto can bo output dep*ndincj upon whether 
the bondtnq option pads 6 .>nd 7 .no bonded v.o 
the CjND pins . (column 6, lino 'M through column 
7, line 5 of Uchida). 

uno Mk.iLl.cd in the in the field of th«- Invention would not consider 

U) iu voltage level at the pad 10 of Dohida which 'loadfl an 11) coda 

prt/i It iMvi'nd ned by the diffr.ua ion prod-sr. and bond opt ions into the 
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£-jhj!i register formed by elements A ;nici l .i ol : Ut'.hifM ••ind (ii) a 

v* d • \\\\- l^.vei at t.ho shift clock input p.*« I <» of UrJi.ioYi Vvi'i i.ch Khii'U* 

i proioifcrmined TD code through th<> /jJj i. 1 1. irmj^sr^r formed by 

c.-l c m^jit 'I and Li of Uehida to be the f.:.:un':' tht- prusuntly oUn.mocl 

ctu- o/ nioi:e vol ta go IcjvcIu on one or rnoLu pint: which ^.vb logically 

combined with the sLdlu of one or mon..- bond opt ir.fiji e 'jnd the a l cite 

tA ori<- or mor« metal options to generate a plurality oi; 

i h n! i n .vitvion cod«u, au presently i-hihiicd. Thr Office Action 

.-if4'»-'ia rt; to confuse:- generating the ID codecs ; mm proMfrnr.'J y claimed, 

with presenting already generated "En r:odCic: ^ p«: rloi.mwd by the 

oitmonu-i 9 and 10 of nchida, 

Furthtt vmore , Uchida dou.v th'i i) i M'iori' 1 or sucj<jo.si. 

c,fr-iif -r: :i ii*.? tfn ID code by logically cowbini.ng (i) on^ or innve 

vi \ I i s |i : ]t--vel5i on one or more pina , ( i i ) >-\ i".\.tt \ *• <»r one or mor<:» 

bund opt iono AND (iii) a state ot one or nioiro unvi dl options, an 

pre.w-nr. I y claimed. Specifically, r. 1 1 c> 10 cod ok y^nc retrod by the 

i.'iiciiir of Uehida arc determined ONLY l:iy the bond opt. j on pads* 6 and 

7 . . t id log i c: 1 a v&la set in the di £ i: urj i on p.i oco u a . In par t i cu I a r , 

Uchicia states; 

For jnstauce, itx the diffusion procer^, the ID 
code becomes "10XX[,] ,r In this 175 code, X iff 
"0 n or "1" which is detenu I nod whet: bar the 
bonding option pads 6 and 7 are boqcled to tha 
GND pins or not (column Jin--M 1-1 rv nf 

Uehida, emphasis added). 

U • 1 i .l d * l is Hilcnt regarding logically combining volragrc level.f; at 
p.iiM o nnd 10 with a state of t he bond . »j->i .L(.-?i p^uls *> .--.nd 7 and t he 
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J'.'ji-' U-VhIs sot in tli« diffusions; pr.»"r-BJ : ' \.u genc-rui e TO codou . 
WiM. sf«poct L.o generating the ID codr.-ss, (JN.'h i d.-i furl hr-r states: 

Whom the bonding option pods-i f: and. 7 «.uc 
both bonded LO Lhe GND pins-, (:U:»::p C4 a f KM';, 
3), the* IC chip bcBcomen a kind A {firi*p fl r , of 
'i) and then the rp end.- Uv-'ouv a "inOO" . 
On Lh^ other hand, when <<n]y bondJng opi ion 
pad <>" is bonded to the OND pin (stop SO ..f 
FIG . , IC chip becomes a k.irnJ M (rn tip f;7 or 
FIG . :*) and than the ID eodo hwcomt-t? "10 10". 

Aluo, when only bonding opt* ion p^d 7 jm 
bonded to the; GND pin (stc^ >"1B ol. 1AHJ. "? ) , 10 
chip becomes a kind C (step £y ol. FT'l, "0 .and 
then the ID code becomes "1001". 

When tho bonding option pud?j ft nxA ? ,n' ( - 
both not bonded to the CMb pinrs (Kt-^p ,9)0 of 
FTG - 'A) , IC chip becomes a kind D Ostrp I oL 
FTG. 3) and then the ID cvc.do btvt.!. .mert " 'J 0 1. 1 " 
(column 6, lines 18-33 of Uchjd-,0, 



Sin^ .v^ch bit of the ID codes of Uchida is c3Lrc*:L]y dr-t^nnined .by 
r««':pir;vr:i vc bond optiion or dif Fusion, il" L"»-.»l 1 owi-jt Lhat Uoh.tda dooa 
not d » U--1 ogc! or suggest generating an .LP code by logically 
coiAb in inq U) one or more voltage levc.'L : ; on one or mor*.? pine?, (ni) 
,;i .ot.ii-ft of one or more bond opt J on a AW» (MS) a wral«-v oF one or 
vhOjjo mot.\il options, as presently claimed . 

The; specification provider, for ox amp J & on pagas 14 -2*1, 
mimorouK €*^tmplfiwS ol: identification codd-a genera tod by logically 
confining (i) one or more voltage lev/el a on one or mon* pins, (Li) 
,-i :•;! .-ji i* of one or more bond options a wrat.o oC one or: 

num. itVrtftl options, as presently 1 niiv^d , Trie Oifioo Action 
pi *— m v - 1 1 1 ;*! no evidence or convincing Lino oL' renaming why one of 
unliiini / : : ;k'Ul in the field of the pi c-nt a mvcmH .i on would consider 
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\ tw' ciiT'iiii- oi. tiohidd aa having no d ) (• "f» • it-no^t; I I om l hf. 1 logic 

i'mmmi conL i.gu r l:o generate a pi invi i. ) i. y of tr> rodr--; in re^pon^e 

l.o ,i logical combination of (i) one 01 i:k;h'- vollfs-ji 1 Jovc.l-a on on*? 

cm n-o«v : pins, (ii) a estate of one or moro bond opr mm.; MID (iii) a 

^ii.tiC' tJ f one* or tuoi.e metal options, nn \>r i.-ku-iU- I.y t~' • ciJ mird . 

Fu rr.hf;rmore, tht> conclusoty ntnUMu^ni on pngt-; i, lines 

2^- o.f th^ 0£i:ice AcLiori that: 

, r tho logical combined ion of u » t iirnu-jh 
(iii) is comprised of fin-- rranmrml inn of 
ciiornonr. f! 6-7 (boncling opr.101^3) ( on*: o/ Kioto 
voltage levels (elements 0 or JO); .mil .1 l:I ai'ev 
of one or more metal option;? (<?d oiiH'-nl r=J l«: 
or GkD [fiio; GND] in ft] omfciih -0 or Vc<: 111 
cleiri(LiiiL 5) . 

c3oo;i not Address (i) what the alleged combine 1 ion is or (ii) why 
I. ho aJlcgod combination of signals would ho com; i do r od by one of 
nK. Li I in T.he art ol: the present invoiu. ion ..-tu a Logical oombi TVit ion, 
1 pro-nfTnc'Ly claimed (see page <1 ( lines , M .2 :-><:■> of the OlCic:o 
Action) . The Calico Action appears; I o ho \ ryirnj 1. li rjhif. t L Uo 
burden r.o the Applicants to prove: ,-i nen-'U (*,^,, that th# 

wniiu-iLi; aroi not. logically combinod) vai:hc-»r t:li^n unit, tiny the 
f > J"-f* I * * m burden to Factually establish one nk 1 li t?d in the art 

would vlc^w the disclosure of Uchida t \u having no di t i\-< rone tits i'rom 
lJk 1 pK-'Mfently claimed invention. 

Fur. t hot 'trior o , the interpretation oi - r b< : ? t.- J ivivifrnl..^ 31 and 7i2 
oi Uchida ftfs boing the same as the pivsont ly o]/iiitv : d m^T.al opi. ionw 
is not technically correct. Speci Lieu } i y , Ur f h 1 do rtl.ril- «s : 
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L ii F"tTJ. 2, Lhe bonding jiidcjci.ioiit portion 3 
..■oitipr ixzrj P-channcl transit torts 31 and 32. 
P-cliaune] transistors 31 aiul 32 -m* t;< t ^t. 
small current capacity so l Un Uic-y ni.-t/ nnrvw 
as pull-up resistance for t\u> signal line*; 101 
and 102 from the bonding option pads 6 and 7 
r.o Lhe function circuit poi:vi^n .iii<i l hi: JH 
uniting portion by connecting L hf '.mutr. 
Lh^r^oJ; to Che GNfD level (i'ulwLilii , liu<'£: 4-" 
5j 0 ol tic hi da, emphasis addod) . 

i- 1 i! h-'i riwn boing separate options i j om i lw bond options, .Htf 
pn-n-'nt I y ol.ai.med, the? elements 31 and J/' ^1: ik'hjd* .'U'r* an Lnl' ^jtyj I. 
p.nr of t.htf bond option capability c>[ i • I « -irK-ol" * s 0 .uid 7. fn 
p..:! I jfub-tr, elemenl.o .'H and 32 allow i'lio :iiMr.^l Wnmj iOl and 102, 
)VHpr<.'l ively , to become high when Lhe bond opL ion pads C and 7 arcs 
ii.-ii h.,iiticd to Lhe CiND pin (see column u, linr-a 46 of; Uchida). 

in contract to Uchida, the pi nnc\\t 1 y claimed invention 
P-L.iiiw 1) provided a loqic circuit c.nwl'. i yu red to qonerat.e a 
plurality of identi ticdL ion (ID) codujj hi re^pan?^ to :-t locpical 
combination, of (i) one or more volt&OfQ levels on one or raorc pins, 
a state of one or more bond options AND (i.ii) a state oi: ones 
or more metal, options. Claims lfi acid ?0 include similar 
h.uii.u iono. Unhida does not discJossu 1 di' i-ui^e* I: ;i lo^ic cirru.it 
r- .rd' i .jii r.^d co generate a plurality of j dt-:nl. Li ici t i on code is in 
n-fipMiVst- to a logical cojnbination of (i) one or raoro voltage Itsvalg 
cm ono or more pins, (ii) a state of one or jaota bond options AMD 
{ .i J. .1 ) a state of one or more metal options, u.^ pL<tflt*nt ly claimed. 
'J'ht.-i i- iT.ru, (Jcliida does not disclose /»r tfii'>fo*nt: each and ev^ry 
i • 1 onit-jii of the presently claimed L x i v/«*j n: i on , -.in'tiiwud ati in the 
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<"'l liir.i.i. As tiur:h ( the presently i/Urim-vl j f t venr i nn is rulJ.y 
fjrii-«MMhU* over Uchida and the rejection iih.xiNJ U-> wj Uidrawii . 

l-'urihermore, with respoct In cU.nm .16, rho Offire Action 

0. 1 f 1 - 11 !'' la£ *t line, associate* e. J c-iuont » r. and 7 with the 
) > 1 c. i< - : , 1 . v claimed ono or more pins and on pj^^ .j , j tne;.* fj-i-1 
UMfwuu *s elements 6 and 7 with thf prv^ntly claimed bonding 
uj»r. jtuiri. Clearly, if elements 6 and 7 i^ireoponJ to Miu presently 
<"l..ur,u-d one ol more pins, it follows i:h.ii. c I wm.-nl- hj r> and 7 ranrioL: 
L>r ? Mir. one or more bonding options. AUr-rnal. Lvu:i y, 1. f clomt-utn 6 
and 7 correspond to the presently ola i mod nno or more bonding 
opu.uiv, it follows that elements 6 and 7 -vminot correspond u!»o to 

1. h<=* Fn-o;;c, r it:ly clnimod one or more pino. As finch, the Off ice Action 
l^M;i to factually support a primi-t tcicic: coik/1 urd.on of 
;mf i.M|..-ai.ion. Therefore, the presently c'Lvimed invenMon .is fully 
pdif-iiiahlo over the cited reference, and t;ho ruction should be 
wit hi j 1 ni w 1 1 , 

Claims 2, 4-15, 17-19 and ai-Sii depend, either directly 
i rd.i rectly, from claims 1 or JG which die b.vi iuved t.o be 
■>w;,blo. as such, the presently claimed invention io fully 
p..»oiv»b.L«? over Uch.ida and the rejections r;houJd be withdrawn. 

.CTATM ft«JgCTIQNg w ,nMBBR. t 3ja.,JL .fj jo? 

The rejection of claims 2 and s-y under V;> U.S.C. *.;i03(a) 
ho hli 3 obvious ovcr Uchida in view of Standard Tent. Access 
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! it ,-,nd Boundary -Scan Archi lec-fn i . • , \K\-'M i ? i I t -1 . "1 ISOo" 
■;!,. i-.. i ii.i \'{ t-v 1 SUi 1149.1-1990) h; if.spi.- 1 ,: iiJJy L!ciVrrrtf-«j ->nd 

:slu»Li 1 fi bt-i wi Lhd/.-ciwn . 

The reduction of claims J I , i J . .md 14 under 3S U - . c ' r. 
i> mi • (r ) -i.'T boiny obvious ov&r Uchidn in v/u-w i >i" irni.i t 'hael cu. al. 
' UJ rei aoitor Carmichael ) is reijpi"<':t Yul J y i ravriVMPti and should 
U i. ! h< J±"awn . 

T ] le -- yejoction of claim lb ,ind iiiuJi-r (!.:!.('. SncnC-O 
i obvious over Ucnida in view <>f rtni H i.-ih 1 rind further in 

vn-w ul W^rqfti: al . '246 (herein^ f I c r WtaM^O ^ j e&pecl\ M.i3 I y 

r ! i < ■ * i u*»d «.-ind yhoulrt ha withdrawn. 

The re'jecrion of claims J 8 -:md 1,9 uvujoi li.H.C, fi'J03(^) 
f .ti-- lu.-in»-| obvious over Uchida in viow <A tHM and fuirl.Jiotr in vic?w o'J: 
l M [•:]•:!:: jaidard. Test Access Port and [Vjundm r.y Li can A irchitucL urc f 
r I-M-:!-: ::i.d 1149 . 1- 1.990" (herainaf Um i Kfttt :«i-d !. i 0 9 - i - I ^ C J0 ) L« 
i <■■: ij x . -r f ul ly traversed and should ho w i l hdr.-iwu . 

Claim* 2,4 15, 17-19 and 21 • ?.f> d^pi-nd, oil her dirccUy oi: 
.UvliioM't ly, from claims 1 or 16 which -tP: be-di.*v<vj V.o br-i til lowd bl C . 
A.j .<ii'*li r Lho pr.3fient.ly claimed invenL i « .» 1 1 is tnVly pal <-.-nldb] e over 
v\u c i I < :j d rc Ijc* fence u and the re ject; ions; uhonld bt-: withdrawn. 

Accordingly, the present applies! b.h ! r, in condition for 
*i I I • «w. mow . Karl y and favorable ;n: i ion by r lu"; Kx amine:!: iu 
ivfipc-*-! rully fjollcited. 

18 

PAGE 20/21 * RCVD AT 6/24/2004 1:45:48 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-1/3 * DNIS:8729306 * CSID:586 4980673* DURATION (mm-ss):0M)4 



JlW-24-2004 THli 01:37 PM CHRISTOPHER HA I OR ANA FAX NO. 586 4980673 



The Examiner is reaped. I'uJ ly invited lo call the 



Aj/M iiMiiLhi' representative should .if bo liuon^S bifida] to 
riirrlKM odvance prosecution of the appl i • i on. 



Tf <my .additional feau are <iui.- r p i i.-c-ihf* ch.-triji* our oIUcq 



Respectfully r.whmi l: ut- * J r 
CHRISTOPHER J\ MMOWANA, P.C\ 



Robert M. Mi } l'^r" " 
Registration Wo. 4?, am 
24840 Harp^i Awniu-', H(4 i l"t> 1 □ f J 
St, Clair Shrin-'jr,, mi 'laoBO 
(586) 498-0070 



Ai M ; '"Hjjjl- Mo. 50-0LS41. 
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